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DETAILED ACTION 

This Office action is in response to Applicant's amendment and request for 
reconsideration filed on February 18, 2004. Claims 1-14 and 18-22 are presented for 
further examination. Claims 20-22 are new claims. 

Specification 

Examiner acknowledges that the use or URLs and web addresses is necessary 
to the disclosure and has withdrawn the objections to the specification. 

Claim Rejections - 35 USC § 101 

1 . Examiner has withdrawn the claim rejections under 35 USC §101 because 
Applicant's amendments have overcome the rejection. 

Claim Rejections - 35 USC §112 

2. Examiner has withdrawn the claim rejections under 35 USC §112 because 
Applicant's amendments have overcome the rejection. However, the following 
rejections apply to the new claims. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 20-22 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The new limitation that the "scheme-specific name is only a top-level domain 
name" was not disclosed in the specification as originally filed. The original 
specification makes no mention of a "top-level" domain name, and thus does not 
describe how the system would translate a name into a top-level domain name. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 20-22 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

The term "top-level domain name" is ambiguous as used in the claims. The term 

is not defined in the specification, and normally refers to the ".com" or ".edu" portion of a 

domain name. However, it is unclear whether this is actually the intended meaning of 

the term as used in the claims. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-10, 12-14, and 18-22 are rejected under 35 U.S.C. 102(e) as being 

anticipated by Osaku et al. (U.S. Patent No. 6,061,738, hereinafter "Osaku"). 

In considering claim 1, as understood, Osaku discloses a method of generating 
from a computer a request for a domain name, comprising the steps of: 

Receiving on the computer a name associated with the domain name (col. 13, 
line 25, "888"; col. 14, line 13, "yahoo://olympic"); 

Selecting a translation formula (col. 13, line 27, col. 14, lines 14-15, wherein a 
translation "formula," as defined in Applicant's specification, consists of appending 
characters to the inputted name, such that the "formula" taught by Osaku is the 
"http://www.hatchusa. com/search. p?number=/" attached to the "888" or the 
"http://search.com/bin/search?p=/" attached to the "yahoo://olympic"); 

Translating said received name with said translation formula to generate a 
scheme-specific name (col. 13, lines 30-35, "the HatchUSA server 258 returns a fully 
formatted network access command </www.hatch.co.jp/> as the URL 266 
corresponding to <888>"; col. 14, lines 25-29, "the database server 284 returns the 
result of its search of the YAHOO!® database as an HTML encoded document 286 
[which will have a URL associated with the initially entered name]"); and 
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Generating, from the computer, a request for the domain name based upon said 
scheme-specific name (col. 13, lines 32-39, wherein the computer sends a request to 
the Hatch. Co. JP server for the domain name "www.hatch.co.jp"). 

In considering claim 2, Osaku further discloses receiving a translation identifier 
("888", or "yahoo://" as described above), and selecting said translation formula based 
at least in part on said received translation identifier (i.e. the "888" identifier selects the 
"hatchusa" translation formula, and the "yahoo://" identifier selects the "yahoo" 
translation formula). 

In considering claim 3, Osaku further discloses that the translation identifier 
comprises a geographical identifier (col. 18, lines 45-47, wherein the numerical name 
can be a "zip code"). 

In considering claim 4, Osaku further discloses analyzing the received name for a 
translation identifier (inherent, since the identifier is recognized and used to select the 
formula). 

In considering claim 5, Osaku further discloses that the translation formula 
comprises at least one predetermined character and said step of translating the 
received name includes adding at least one said predetermined character to said 
received name (i.e. the formula for the "888" name adds the string of characters 
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''http://wvvw.hatchusa.com/search.p7number-' to the received name; col. 13, lines 23- 
27). 

In considering claim 6, Osaku further discloses that the translation formula 
comprises a string of characters to add to said received name (col. 13, lines 23-27, as 
described above). 

In considering claim 7, Osaku further discloses that translating the received 
name includes adding the string of characters to the received name as a prefix (i.e. 
"888" becomes "http://www. hatchusa.com/search. p?number=888/"; col. 13, lines 25-27, 
which is then translated to www.hatch.co.jp). 

In considering claim 8, Osaku further discloses that the step of translating the 
received name includes the step of adding the string of characters to the received name 
as a suffix (col. 14, lines 12-16, wherein the string "yahoo" is the received name, the 
string ".com/bin/search?p=olympic/" is the translation formula that is added as a suffix to 
the received name to translate the received name). 

In considering claim 9, Osaku further discloses that translating the received 
name includes interleaving the string of characters with the received name (i.e. 
"yahoo://olympic" becomes "http://search.yahoo.com/bin/search?p=olympic/"; col. 14, 
lines 12-15). 
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In considering claim 10, Osaku further discloses that the translation formula 
removes at least one character from the received name (i.e. the "://" following "yahoo" in 
"yahoo://olympic" is removed to create 
u http://search.yahoo.com/bin/search?p=olympic/"). 

In considering claim 12, Osaku discloses a method of generating, from a 
computer, a request for a domain name, comprising the steps of: 

Receiving on the computer a numeric entry of a name associated with the 
domain name (col. 13, line 25, "888"); 

Selecting a first translation formula (col. 13, line 27, wherein a translation 
"formula," as defined in Applicant's specification, consists of appending characters to 
the inputted name, such that the "formula" taught by Osaku is the 
"http://www.hatchusa. com/search. p?number=/" attached to the "888"); and 

Translating said numeric entry to an alphanumeric entry using the first translation 
formula (col. 13, lines 30-35, "the HatchUSA server 258 returns a fully formatted 
network access command </www.hatch.co.jp/> as the URL 266 corresponding to 
<888>"); and 

Generating, from the computer, a request for the domain name based upon said 
alphanumeric entry (col. 13, lines 32-39, wherein the computer sends a request to the 
Hatch. Co. JP server for the domain name "www.hatch.co.jp"). 



Application/Control Number: 09/709,645 Page 8 

Art Unit: 2153 

In considering claim 13, Osaku further discloses receiving a translation identifier 
("888"), and selecting said translation formula based at least in part on said received 
translation identifier (i.e. the "888" identifier selects the "hatchusa" translation formula). 

In considering claim 14, Osaku further discloses receiving a translation identifier 
("888" or "yahoo://Olympic"); selecting a second translation formula based at least in 
part on said translation identifier (if the "888" formula was selected the first time, now 
the "yahoo://Olympic" identifier could be selected the second time, or vice versa); and 
applying said second translation formula to the alphanumeric entry to result in a 
scheme-specific name (col. 13, lines 30-35, "the HatchUSA server 258 returns a fully 
formatted network access command </www.hatch.co.jp/> as the URL 266 
corresponding to <888>"; col. 14, lines 25-29, "the database server 284 returns the 
result of its search of the YAHOO!® database as an HTML encoded document 286 
[which will have a URL associated with the initially entered name]") 

In considering claim 18, Osaku discloses an apparatus for generating a request 
for a domain name, comprising: 

A computer comprising an input device (col. 5, lines 37-46, "input device 14," 
"computer"); 

A browser operationally installed on said computer (col. 10, lines 20-25, 
"browser"); 

A translation module configured to: 
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Receive, on the computer, a name associated with the domain name from the 
input device (col. 10, lines 20-50, describing the browser for entering the simplified 
network address; col. 13, line 25, "888"; col. 14, line 13, "yahoo://olympic"); 

Select a translation formula (col. 13, line 27, col. 14, lines 14-15, wherein a 
translation "formula," as defined in Applicant's specification, consists of appending 
characters to the inputted name, such that the "formula" taught by Osaku is the 
"http://www.hatchusa.com/search. p?number=/" attached to the "888" or the 
"http://search.com/bin/search?p=/" attached to the "yahoo://olympic"); 

Translate said received name with said translation formula to generate a 
scheme-specific name (col. 13, lines 30-35, "the HatchUSA server 258 returns a fully 
formatted network access command </www. hatch. co.jp/> as the URL 266 
corresponding to <888>"; col. 14, lines 25-29, "the database server 284 returns the 
result of its search of the YAHOO!® database as an HTML encoded document 286 
[which will have a URL associated with the initially entered name]"); and 

Process the scheme-specific name through the browser to generate a request for 
the domain name (col. 13, lines 32-39, wherein the computer sends a request to the 
Hatch. Co. JP server for the domain name "www.hatch.co.jp"). 

In considering claim 19, Osaku discloses a computer readable medium bearing 
instructions for generating a request for a domain name, the instructions being arranged 
to cause one or more processors upon execution thereof to perform the steps of: 
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Receiving, on the computer a name associated with the domain name (col. 13, 
line 25, "888"; col. 14, line 13, "yahoo://olympic"); 

Selecting a translation formula (col. 13, line 27, col. 14, lines 14-15, wherein a 
translation "formula," as defined in Applicant's specification, consists of appending 
characters to the inputted name, such that the "formula" taught by Osaku is the 
"http://www.hatchusa.com/search. p?number=/" attached to the "888" or the 
"http://search.com/bin/search?p=/" attached to the "yahoo://olympic"); 

Translating said received name with said translation formula to generate a 
scheme-specific name (col. 13, lines 30-35, "the HatchUSA server 258 returns a fully 
formatted network access command </www.hatch.co.jp/> as the URL 266 
corresponding to <888>"; col. 14, lines 25-29, "the database server 284 returns the 
result of its search of the YAHOO!® database as an HTML encoded document 286 
[which will have a URL associated with the initially entered name]"); and 

Generating a request for the domain name based upon said scheme-specific 
name (col. 13, lines 32-39, wherein the computer sends a request to the Hatch. Co JP 
server for the domain name "www.hatch.co.jp"). 

In considering claims 20-22, Examiner has interpreted the term "top-level" 
domain name as meaning the entire web address (i.e. www.hatch.co.jp). Thus, 
according to this interpretation, Osaku further discloses that the scheme-specific name 
is a "top-level" domain name (col. 13, lines 31-35). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Osaku, 

in view of Wang et al. (U.S. Patent Application Publication No. 2002/0042736, 

hereinafter "Wang"). 

In considering claim 11, Osaku does not disclose that the translation formula 

converts the received name into a numeric entry. Osaku instead discloses converting 

the received name into an alphanumeric entry (i.e. the www.hatch.co.jp domain name). 

Nonetheless, converting a received name directly into a numerical, IP address (rather 

than its associated domain name) is well known, as evidenced by Wang. In a similar 

art, Wang discloses a system for converting numbers entered either via bar-code 

readers or via a keyboard, directly into IP addresses, so that a user does not have to 

enter a long textual URL in order to access a desired site (Abstract, U 0030, 0031 , 0034, 

"direct translation of an IP address inherent in the UPC product information; see also, 

Fig. 5). Therefore, given the teaching of Wang, a person having ordinary skill in the art 

would have readily recognized the desirability and advantages of allowing the 

translation system taught by Osaku convert the entered names directly into numerical IP 

addresses, to allow for "immediate and automated access" to the desired web site (see 
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Wang, Abstract). Therefore, it would have been obvious for the system taught by 
Osaku to convert numerical names into a numeric Web address, as taught by Wang. 

Response to Arguments 

In response to Applicant's remarks filed on February 18, 2003, the following 
factual arguments are noted: 

a. Osaku does not advocate using a translation formula as that term is used within 
the claims, as claimed in the independent claims. 

b. Osaku fails to teach that the scheme-specific name is only a top-level domain, as 
claimed in claims 20-22. 

c. Buchholz does not disclose that the client and server both individually receive a 
name associated with a domain name and generate a request for the domain name 
based upon a scheme-specific name. 

In considering (a), Applicant contends that Osaku does not advocate using a 
translation formula as that term is used within the claims, as claimed in the independent 
claims. Examiner respectfully disagrees. Notably, Applicant's specification describes a 
translation "formula" as appending a certain set of characters to the inputted name (see 
p 5, lines 15-16, "a translation formula may include appending of a string of characters 
to the inputted address"). Thus, one proper way of interpreting the broad claim 
language of a "translation formula" is in the manner described in Applicant's 
specification. Osaku discloses the same sort of "translation formula" in col. 13, lines 25- 
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27 and col. 14, lines 12-15, wherein a string of characters is appended to an inputted 
address string to formulate the scheme-specific name. 

In considering (b), Applicant contends that Osaku fails to teach that the scheme- 
specific name is only a top-level domain, as claimed in claims 20-22. Examiner 
respectfully disagrees. First, as discussed in the 35 USC 112 rejections above, the use 
of a "top-level domain" is both new matter and is ambiguous as used in the claims. For 
those reasons, and for the reasons given in the art rejections above, claims 20-22 are 
rejected in view of Osaku. 

In considering (c), Applicant contends that Buchholz does not disclose that the 
client and server both individually receive a name associated with a domain name and 
generate a request for the domain name based upon a scheme-specific name. 
Examiner agrees, and has thus withdrawn the Buchholz rejections. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley Edelman whose telephone number is (703) 306- 
3041 . The examiner can normally be reached on Monday to Friday from 10:30 AM to 
7:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glen Burgess can be reached on (703) 305-4792. The fax phone numbers 
for the organization where this application or proceeding is assigned are as follows: 

For all correspondences: (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 1 / s 



BE 

May 3, 2004 




